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REMARKS 

Claims 9-22 are pending in the present application. 

Mew claims 20-22 fold support in the specification at page 5, last paragraph to page 6, 
first paragraph. 

No new matter has ~een added by way of the above-amendment. 

Ill Issues Under 35 USC 103(a) 

Claims 9, 11, 13 and 15-19 are rejected under 35 U.S.C 103(a) as being obvious over 
Caster et al (US 7,025,851). Applicants respectfully traverse the rejection. 

[f-A] Advantages of the present invention 

The present invention relates to a polymenzahlc composition comprising: a cydooleim 
mixture containing 0.1 to 50% by mole of a cyeloolefin having, as a substituent group, a 
monovalent group including an aliphatic carbon-carbon unsaturated bond, a metathesis 
>of>raerizati catalys * agent Fhe polymerizable composition can be 

polymerized into a molded object, with or without crosslinking. Also, the polymerizable 
composition can be polymerized and erosslinked directly onto a substrate to make a crosslinked 
resin composite. 

' he -v s>< in\ en rs have surprisingly found that the heat resistance of she product can 
be improved by controlling the type and amount of crosslinking sites which react with a radical 
generator in the ring-opening polymer of cycloolefm. Specifically, the improved heat resistance 
was ehieved b) c ciure in a specific ratio togethe 
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This is exemplified in the experimental evidence in the specification. For a complete 
descriptif a is directed to he n however, 

a summary of the experiments is now described for the Examiner's convenience. 

Two sheets of glass cloth were impregnated with the polyrnenzable composition of the 
present invention by roller pressing tiie two sheets in contact with the polymerizabie composition 
between FIFE plates and then heating to a temperature sufficient to cause polymerization. The 
product is referred to as a prepreg, which also sometimes referred to as a "resin formed object* 

Two copper foil films were coated with a silane coupling agent solution and then the 
prepreg was sandwiched between the two copper foil, layers with the coated side of each copper 
foil layer in contact with the prepreg. The layered structure was then put into a mold and heat 
pressed to obtain a double sided copper clad laminate, which was a crossiinked resin composite. 

The fallowing table shows the properties of this crossiinked resin composite. The table 
cap be found on page 37 of the specification hut is now reproduced herein for the Examiner's 
convenience. 
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29,800 


114 
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85 



s s ^ v v ge ecul t \ s 5 o i re polymer in the 

prepo g, and the glass transition temperature (Tg) and evaluation results of heat resistance and 
the residual ratio of the crossiinked resin in the crossiinked resin formed object constituting the 
single <r-ca. < >ppc rciac si -ed a cyeioolefm mixt re v hich included 
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: i _ x>mei which t cyel v i ^ j i s bs z group nonovak group 
1 A,n< <. o - r\.m ,m i icd 1 hs was compact 

to Comparative Example 1, which did not have in the eyclooiefin mixture, a cycl< olefin having, 
as a substituent group, a monovalent group including an aliphatic carbon-carbon unsaturated 
bond. As such. Comparative Example I does not fall within the instant claims. 

The table shows that the inventive Examples I and 2 gave excellent heat resistance when 
compared to Comparative Example L 

In addition, it was .found that all of the erosslinked resin formed objects are crosslinked 
products of the thermoplastic resin because each of them has a glass transition point However, 
it was also found that the erosslinked resin formed objects obtained with inventive Examples X 
and 2 have a higher crosslinking density because- the residual ratios thereof axe high when 
compared to Comparative Example 1. 

Thus, the fact that the inventive poiyrnerizable composition includes a cyclooiefm having 
a monovalent group including a carbon-carbon unsaturated bond, the inventive polymerizab'l© 
composition has superior properties to polynierizable compositions which include a cyclooiefm 
but that cyclooiefm does not have a monovalent group including a carbon-carbon unsaturated 
bond. It is Applicants' position that such a change in properties would be unexpected based on 
the cited references, and this fact is further explored below. 

[I~B] Patentable distinctions between Caster et. al and the Present Invention: 

v \k-,m s in <v * , 'i ,he „ i v re 1 s s o "n%~ 

A method lor bonding a material to a first substrate surface that includes 
providing a catalyst at the first substrate surface and then contacting that surface 
wth a r , - ' ~ t s - i i ,< n ^ :* :>tx e M, - < t 

first substrate surface. There are two embodiments of this method-a coating 
prKC^rci'i.uVs'nM 0' be.,.. . , - In i v e v t 
s >n tacts vith the catalyst > ! + e s ' ace so that it 

undergoes metathesis polymerization to corn? the coating. The adhesive process 
rsc udes (a >mvid g a a alyst a 1 ie r rs substrat* 5 ace (b >un ling i 
m nl zable mates *il between the + s l s Miria e ti eeon< 
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ics < so contacting the t yst on th« - e «ti*h.ce 

with the meunhesizable material so that the me;athes:xabie material undergoes a 
metathesis reaction and bonds the first substrate surface to the second substrate 
surface 

The metalhesizahle material of Caster et ai includes cyclic aikenes such as norbornene 
monomers which undergo ring opening metathesis pohyn - Caster et 

al's description of the types of norbornene monomers is astounding because of the number and 
variety of norbomene monomers that are included. Furthermore, it is noted that none of the 
exemplified embodiments of Caster et ai. are encompassed by the inventive poiymerizable 
composition which includes a cycloolefm having, as a substituent group, a monovalent group 
including an aliphatic carbon-carbon unsaturated bond. And yet, despite this feet, the Examiner 
has taken the position that the present invention is made obvious by Caster et ah Applicants 
respectfully disagree. 

1 he act hit < s or subgenus is encompassed by a prior art genus is not 

sufficient by i tse I f to establish & prima facie case of obviousness. In re Baird, 21 USPQM 
1550, 1552 (Fed. Ck 1994); In re Jones, 21 USPQ2d 1941, 1943 (Fed. Cir. 1992). 

in 8c a I ■> s < a >ispheno 

A. The Examiner rejected the application claim based upon a reference which taught a genus 
containing an estimated 100 million different diphenols simply because the reference genus 
encompassed bisphenoi A. The Federal Circuit thought otherwise and overturned the Examiner's 
rejection. 

Important facts which led to the court's conclusion were that the reference cited by the 
< m tt _ rsg in the 

discloses of foe n v o - 1 ne would select the specific variables necessary to obtain 

bisphenoi A. hi fact, the specific examples appeared to teach away from the relatively simple 
formula of bisphenoi A, since the specific examples had more complex formulas. The court 
reasoned that while the reference may suggest certain complex bisphenoi A derivatives, it did not 
f y si e J , ^ > i)> > i i 1 > \ h--ii of bisphenoi A 



8 



S\ GMi, 



Application No. 10/567,96? Docket No. : 4670-0 1 2 1 PUS 3 

i - 

Reply to Office Action of October 3 { 2006 

In the instant case, the Examiner appears to have '.analyzed the facts in a similar fashion to 
that which b sb bidden ijBaird The genus of norbornene i c t - 3 be useM in 
Caster et ai. includes Formula A through Formula D and Formula F. 




whetvnXis H - <-R P-R O P-R mF, < K 3 or As- 

Rh each R ! is independently H, CH., alky!, alkcisyS (such as vinyl or ally!}, cycloalkyl, 
cycloalkenyl, ar\ . ai yl halogen, halogenated aikyi. halogenafed alkenyi 
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alkoxy, oxyalkyl, earboxyl. carbonyl, amiJo, [me p 
anhydride^ontaining grotsp, thioalkoxy, sulfoxide, nitre, hydroxy, keto. carbamates. 

orhctervx., v. < r v> ^ ul R i •v \ s :> v >. „ t v i 

alkaryi, aralkyl or alkoxy. The carbon -containing R groups may have up to about 20 
carbon atoms. 

Clearly there are millions of possible compounds listed in this genus. 

Also, as noted above, none of the exemplified embodiments of Caster et al aire 
encompassed by the inventive polymerizable composition which includes a cycloolefin having, 
as a suhstituent group, a monovalent group including an aliphatic carbon-carbon unsaturated 
bond. -Accordingly, the artisan is not provided enough guidance to sift through all of the possible 
norbornene monomers of Formulae A-F to pick out one having a monovalent suhstituent groups 
having an aliphatic carbon-carbon unsaturated bond, as presently claimed. 

Furthermore, the inventive polymerizable composition has superior properties over the 
composition of Caster et al These superior properties are noted above in the "fl-A j Advantages 
of the present mventwt?' section and are evidence of the nonbbvkmsness of the present 
invention. 

It is noted from the Examiner's comments in the outstanding Office Action that the 
Examiner is relying hea\ ily on the fact that Caster et al employ the use of ethylkiene norbornene 
(ENS) which has "close structural similarity" to the 5-vinyl-norbornene which is used in the 
examples f the catioi >assed by the instant cla However 

Applicants respectfully disagree with the Examiner's assessment. First, it is emphasized mat 
ENB is sot compassed by the i is n« nonovalen 

group as is required by the instant claims. Second, the Examiner does not appear to take into 
consideration the magnitude of the affect that this difference in structure (between ENB and 5- 
vin ).rl i } has on the properties i sition 



In the inventive composition, polymerization would proceed to give the poiynorbomene 
with a vinyl group as a pendant group. This is in distinction to the polymerization process of 
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Caster et al. which would proceed to give the poJyt&rhomene with an ethytidene group as a 
p dai gro 3. This is grap ) lownnov or the Exam i s cotwenien< 




Caster et al 




Hard to Crosslink 



In the inventive composition, fee vinyl pendant group is much easier to crosslink than the 
ethylidene pendant group of Caster et al. 

Accordingly, the magnitude of the deleterious affect of the location of the doable bond 
should be considered as a substantial factor weighing in favor of nonobviousness. 

Based on the foregoing, the presently claimed invention, when considered as a whole, is 
not made obvious by Caster et at, and as such, withdrawal of the rejection is respectfully 
requested. 
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fill .Obviousness-type Double Patenting 

Claims 9-19 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-7 of copending 
Application No. 1 0/567,782 in view of Caster et at Ap - t -averse. 

Applicants note with appreciation that -the Examiner has brought to Applicants' attention 
that there may be issues relating to Application No. 10/567,782. However, Applicants 
respectfully request that the Examiner follows the procedure described in MPEP 804(I)(B), 
which reads as follows: 

The "provisional" double patenting rejection should continue to be made by the 
examiner in each application as long as there are conflicting claims in more than 
o i c s les 1 u ) 1 \ k t re v i } 

rejection remaining in one of the applications. If the "provisional" double 
patenting rejection in one application is the only rejection remaining in that 
application, the examiner should then withdraw that rejection and permit the 
application to issue as a patent, thereby converting the "provisional" double 
patenting rejection in the other application^) into a double patenting rejection at 
the time the one application issues as a patent. 

Applicants note that the claims in Application No. 10/567,782 were amended earlier this 
month, and it is Applicants' position that there are no double patenting issues remaining. 
Asking Arguendo that double patenting issues remain, the Examiner is requested to let the first, 
case go to issue and deal with, the double patenting issues in the remaining case. 

In view of the above amendment, applicant believes the pending application is in 
condition for allowance. 

Should there he any outstanding matters that need to be resolved in the present 
application, the Examiner is respectfully requested to contact Garth M Dahien, Ph.D., Esq. Reg. 
No. 43,575 at the telephone number of the undersigned below, to conduct an interview in an 
effort to expedite prosecution in connection with the present application. 
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to charge pi ^ i m« ^\ > ... t Hu .^Ni 2-24-*b o; A'kd urn, 

fees required under 37.C.F.R. §§L16 or 1J4; particularly, extension of time fees. 

Dated: March 29, 2007 Respectfully submitted, ^ 

By " ! ^ v 

Mare S. Werner *" 
Registration No.: 32,181 

BIRCH, STEWART, KOTASCH & BIRCH, LLP 
81 10 Gatehouse Road 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 

(703)205-8000 

Attorney for Applicant 
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